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Examiner 
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Applicant(s) 
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Art Unit 

2642 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communication(s) filed on 01 July 1999 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) E<] Claim(s) 1-49 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 1-49 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)D All b)Q Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). 



2) ^ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) Information Disclosure Statement(s) (PTO-1449) Paper No(s) 2 . 6) □ Other: 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 
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DETAILED ACTION 



Claim Rejections - 35 USC §112 



The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 7 - 8, 30 and 32, are rejected under 35 U.S.C. 112, first paragraph, as 
containing subject matter which was not described in the specification in such a way as 
to reasonably convey to one skilled in the relevant art that the inventor(s), at the time 
the application was filed, had possession of the claimed invention. 

Specifically, there is no mention of a fifth or a sixth message in the specification. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 7 - 8, 30 and 32, are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Specifically, there is no mention of a fifth or a sixth message in the specification. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 



Claim Rejections - 35 USC § 102 
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by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) do not apply to the examination of this application as the application 
being examined was not (1 ) filed on or after November 29, 2000, or (2) voluntarily 
published under 35 U.S.C. 122(b). Therefore, this application is examined under 35 
U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1 - 6, 9 - 1 0, 1 5 - 29, 31 , and 36 - 49 are rejected under 35 
U.S.C. 102(e) as being anticipated by U.S. Patent No. 6,072,864 (Shtivelman et al.). 

With respect to claims 1,15, 22, 36, 43, Shtivelman et al. teach a 
telecommunications system comprising n SCP (note the SCP is contained in the 
network cloud 1000, see Col. 6, lines 20 - 22). Note that SCP receives a first message 
(Col. 6, lines 22 - 27). Note second message (Col. 6, lines 28 - 30). Note the third 
message and that the third message contains a speed dial number (CoL 7, lines 26 - 
31 ) and the fourth message is described at Col. 7, lines 32 - 37). 

With respect to claims 2 - 4, 6, 9, 23 - 25, 28 - 29 and 44 - 47, such would be 
inherent from the discussion above. 

With respect to claims 5 and 26 - 27, note that the agent can conference the call 
(Col. 7, line 43). 

With respect to claims 10 and 31 , this is how an SCP works and that is what is 
going on in Shtivelman et al. 

With respect to claims 16 - 1 8, 37 - 39 and 48 - 49, such claims are inherent. 
Almost all databases use pointers and data structures to translate information. 
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With respect to claims 19-21 and 40 - 42, such is inherent in speed dialing. In 
other words this is the definition of speed dialing. (See also Newton's Telecom 
Dictionary by Harry Newton, 1998, enclosed for your information). As far as the use of 
an asterisk or octothorpe characters, it is noted that such are one-button characters. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 11-14 and 33 - 35, are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Shtivelman et al. in view of U.S. Patent No. 5,768,360 (Reynolds et 



Shtivelman et al. teach the claimed device as discussed supra, except for the 
call screening aspects of the claimed invention. However Reynolds et al. teach such 
call screening aspects. It should be noted that call screening is notoriously old in the art 
and uses notoriously old customer customized call-processing records (CPRs) 
contained in a SCP database to achieve the desired screening of calls. Note Col. 1 , 
lines 52 - 59. 



Claim Rejections - 35 USC § 103 
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It would have been obvious to one of ordinary skill in the art to have provided the 
Shtivelman et al. device and method with such a call screening as taught by Reynolds 
et al. in order to have a more enhanced system. 

With respect to claims 7-8 and 30 and 32, as best as can be determined, these 
claims would have been obvious to one of ordinary skill in the art as such claims are 
nothing more than duplicating the message processing as shown by Shtivelman et al. 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

U.S. Patent No. 6,374,102 (Brachman et al.) - note abstract and Summary of the 
Invention; and 

U.S. Patent No. 5,757,899 (Boulware et al.) - note Title. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bill Deane whose telephone number is (703) 306-5838. 
In addition, facsimile transmissions should be directed to Bill Deane at facsimile number 
(703)872-9314. 



Conclusion 



WILLIAM J. DEANE, Jft 
V BK1NT EXAMINER 




27June02 



